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Six IP cases to watch in 2018
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1) Oil States v. Greene’s Energy - Constitutionality of inter partes review (IPR)

2) SAS Institute v. Matal - Scope of final written decisions (and estoppel) in 

IPR

3) WesternGeco v. ION Geophysical – Ability to include foreign lost profits in 

damages calculations

4) EVE-USA v. Mentor Graphics – (i) viability of assignor estoppel and (ii) 

whether to apportion lost profit damages

5) Fourth Estate v. Wall-Street.com - Registration requirement for filing 

copyright infringement lawsuits

6) Nantkwest v. Matal - PTO’s ability to recover attorneys’ fees incurred in 

defending suits under 35 U.S.C.§145



Overview of Oil States v. Greene’s Energy 

 Currently pending before the Supreme Court

4

Question Presented

Whether inter partes review – an adversarial process used by the 

Patent and Trademark Office (PTO) to analyze the validity of 

existing patents – violates the Constitution by extinguishing private 

property rights through a non-Article III forum without a jury

 In a nutshell:

 Oil States owns a patent related to hydraulic fracturing technology 

 Greene’s Energy challenged the validity of the patent in an IPR proceeding 

 The Patent Trial and Appeal Board (“Board”) found the patent claims invalid in the IPR

 Oil States argues that the IPR proceedings violate Article III of the U.S. Constitution



Article III of the U.S. Constitution
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 Congress may not “withdraw from judicial cognizance any matter which, from 

its nature, is the subject of a suit at the common law, or in equity, or admiralty” 
(Stern v. Marshall, 564 U.S. 462 (2011))

 Meaning: “traditional actions at common law tried by the courts at Westminster 

in 1789” must be resolved in Article III courts  (Stern, 564 U.S. at 484)

 But, Congress can still allow non-Article III tribunals to address: (i) disputes 

over “public rights”; and (ii) matters that the parties consent to litigate before the 

non-Article III tribunal, so long as there is meaningful judicial review

The judicial Power of the United States, shall be vested in 

one supreme Court, and in such inferior Courts as the 

Congress may from time to time ordain and establish.

“

”



Stern Step 1 – The Parties’ Positions

 Oil States says YES

 Like a suit

 Has petitions, motions, discovery, depositions, trial, 

settlement, and binding final judgment

 Only route of appeal is to Federal Circuit

 English courts heard patent-infringement cases 

throughout the 18th century

 King/Privy Council could withdraw a patent, but 

such actions had ceased by 1779

 Rare exceptions irrelevant; tracing historical 

practice depends on typical resolution

 Re-exams are perfectly consistent with Article III, 

and even though IPRs present a “closer case,” 

they are also “fundamentally examinational”
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 Respondents say NO

 Not like a suit

 No wide ranging discovery, summary judgment, 

Markman hearing, etc.

 No adjudication of infringement, damages, etc.

 Patent validity has never been exclusively a 

matter for the judiciary

 In 1789, King/Privy Counsel had the power to 

invalidate patents

 Since 1789, validity determined by administrative 

agency as part of application process and post-

issuance review has occurred for 40 years

 Exceptions relevant - matters resolved in both 

judicial and non-judicial forums are public rights 

 Does the claim fall within the general rule that the Government’s “judicial power” must be 

handled in Article III courts?



Stern Step 2 – The Parties’ Positions

 Oil States says NO, patent rights are 

private rights

 No Consent – IPRs adjudicate validity over the 

objections of the patent owner

 PTAB not an adjunct – not akin to district court / 

magistrate relationship; no supervision or control

 Patents have long been considered private 

property, and 19th century cases hold that only 

courts may void a patent once issued

 20th Century exceptions are limited to situations 

where Congress has created a “new” right

 Argues precedent permitting agency adjudication 

as narrow exceptions where IPR must fit

 Argues precedent rejecting agency adjudication 

as controlling; equates common law actions to 

invalidity review
7

 Respondents say YES, patent rights are 

public rights

 Consent - Patentees seek patent “subject to” the 

powers of Congress, which defined IPR

 PTAB is an adjunct to the Federal Circuit, which 

provides sufficient supervision

 Patents derive exclusively from federal statute; 

19th century cases cited by Oil States analyze 

then-extant statutes, not constitution 

 The Court has never held that “public rights” 

must be related to a “new” right

 Argues precedent permitting agency adjudication 

broadly as illustrative, not limiting

 Argues precedent rejecting agency adjudication 

as limited to common law cases between 

individuals and involving liability

 Does one of limited set of “Public Rights” exceptions apply?



Oral argument – November 27, 2017

8

“So you have a statute that says you only 

get the private property if, in fact, you 

survive the provisions of the title, of which 

this is one.”

~ Justice Breyer

“You can stake your ground and simply say this is a private right.”

~ Justice Gorsuch

“I mean, for me, this -- what saves 

this, even a patent invalidity 

finding, can be appealed to a 

court.”

~ Justice Sotomayor

“[T]here are formal adjudications all over the place in 

agencies. I mean, for example, the NLRB runs by formal 

adjudications and, indeed, when they try to make rules, 

Congress slaps them down and says we want 

adjudications.”

~ Justice Kagan

“[Y]our position, it strikes me, is simply that you've 

got to take the bitter with the sweet. If you want 

the sweet of having a patent, you've got to take 

the bitter that the government might reevaluate it 

at some subsequent point. . . . Well, haven't our 

cases rejected that -- that proposition?”

~ Chief Justice Roberts

[W]hat I've wondered as I've read this is suppose that 

just what you say happens, that all we're doing is 

reexamining the patent and the statute provides it, but 

suppose that the patent has been in existence without 

anybody reexamining it for 10 years and, moreover, the 

company's invested $40 billion in developing it. And 

then suddenly somebody comes in and says: Oh, oh, 

we -- we want it reexamined, not in court but by the 

Patent Office. Now, that seems perhaps that it would be 

a problem or not?

~ Justice Breyer



Why Oil States is significant

 Court’s decision could alter current dynamics in patent litigation

 IPR allows accused infringers to accelerate consideration of certain invalidity issues and shift 

those issues to a less costly forum with a lower burden of proof, which is more likely to invalidate 

patent claims

 This has increased burdens on patent owners, resulting in a decline in the value of a patent and 

an overall decline in U.S. patent litigation

 Eliminating IPR would give patent owners more leverage and result in an increase in litigation

 Decision could cast doubt on prior IPR decisions and create chaos

 If IPR is unconstitutional, what happens to all the patent claims cancelled following IPR?

 What happens to claims patent owners voluntarily cancelled when faced with institution decision?

 Ripple effect on other PTO proceedings could be drastic

 Post grant review and covered business method review will likely rise or fall with IPR

 Serious constitutional questions would arise for ex parte re-examination

 Could Congress even re-authorize inter partes re-examination?
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Overview of SAS Institute v. Matal 

 Currently pending before the Supreme Court
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Question Presented

Does 35 U.S.C. § 318(a), which provides that the Patent Trial and Appeal Board in an 

inter partes review ‘shall issue a final written decision with respect to the patentability of 

any patent claim challenged by the petitioner,’ require that Board to issue a final written 

decision as to every claim challenged by the petitioner, or does it allow that Board to 

issue a final written decision with respect to the patentability of only some of the patent 

claims challenged by the petitioner, as the Federal Circuit held?

 In a nutshell:

 SAS Institute filed an IPR petition challenging 16 patent claims 

 The Board instituted IPR on 9 of the challenged claims

 The final written decision only addressed the 9 instituted claims

 SAS Institute argues that the final written decision must address every claim challenged in 

the original petition



Relevant mechanics of IPR

§312

• Party files a petition that identifies “each claim challenged” and “the grounds on which 
the challenge to each claim is based”

§313
• Patent owner may file a preliminary response

§314

• Board may institute IPR if “there is a reasonable likelihood that the petitioner would 
prevail with respect to at least 1 of the challenged claims in the petition”; the decision on 
institution is “final and nonappealable”

§318

• “If an inter partes review is instituted and not dismissed,” the Board “shall issue a final 
written decision with respect to the patentability of any patent claim challenged by the 
petitioner”

§315

• The final written decision estops the petitioner from later challenging the validity of any 
claims addressed in the decision on “any ground that the petitioner raised or reasonably 
could have raised during th[e] inter partes review”
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Petitioner’s arguments

 The Board lacks authority to issue “partial” institution decisions

§314 provides that IPR shall be instituted so long as there is a reasonable likelihood that 

one claim may be invalid

§314 contemplates a binary decision

 Plain language of §318 requires a final written decision addressing every 

claim challenged in the petition

 “any patent claim” means “every patent claim”

 “challenged by the petitioner” means “challenged by the petitioner in the petition”

 Plain language reflects the intent of Congress

 IPR intended to make litigation more efficient

 The “partial institution, partial decision” regime forces parties to litigate in the district court 

and the PTAB, defeating the goal of the statute

 Congress expected that the petitioner would be the “master” of its complaint
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Respondent’s arguments

 Solicitor General defends the Board’s practice

 SAS Institute is really seeking to challenge the institution decision

 SAS’s true complaint is that the Board refused to consider seven of the challenged claims

 But the Board’s decisions on whether to institute review are “final and nonappealable”

 Plain language of §318 does not require a final decision on every claim in the 

petition

 Must look at the context

 Final written decision is only required under §318 “[i]f inter partes review is instituted”

§318 (unlike §314) does not say a decision is required for “challenged claims in the 

petition”

 IPR still serves its purpose

 “Partial” decisions still narrow the claims and issues that the parties must address in district 

court

13



Oral argument – November 27, 2017

14

“[D]oesn't the provision begin ‘if an inter 

partes review is instituted’?” 

~ Justice Ginsburg

“I think language does favor you but not definitely. I mean, there is a lot of 

opening and ambiguity here.”

~ Justice Breyer

“[W]hy couldn't the Board just --

just say we -- we decline to grant it 

unless . . . you eliminate this 

claim? . . . [T]hen we can rule 

against you, and there's no real 

problem.”

~ Justice Kennedy

“So I guess what's the difference between a canceled 

claim and a non-instituted claim? In other words, both 

were originally in the petition. Both are no longer in 

dispute. So, with respect to the one, you say it's perfectly 

consistent with the statutory language that the Board did 

not render a decision. Then why not with respect to the 

other as well? ”

~ Justice Kagan

“[i]f the Board didn't institute review of those other 

claims, the other side has not had an opportunity to 

present its evidence in contravention of your expert. 

You're asking the appellate court to decide patentability 

on the basis of an incomplete, undeveloped record.”

~ Justice Sotomayor



Why SAS Institute is significant

 Decision could broaden the scope of IPR estoppel

 Estoppel under §315 is based on the claims addressed in the final written decision

 Currently, if a petitioner fails to show a reasonable likelihood of prevailing on a claim, the 

Board refuses to institute and the petitioner is free to develop its arguments in district court

 Decision could impact petition drafting and institution considerations

 Petitioners would be reluctant to include marginal or long-shot challenges

 Board may exercise discretion to refuse review where too many claims are challenged in 

petition

 Decision could significantly increase the Federal Circuit’s workload

 Decision could create chaos

 What happens to already pending IPR proceedings? 

 What happens to IPR decisions that do not address claims challenged in the petition?
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Overview of WesternGeco v. ION Geophysical

 Currently pending before the Supreme Court (cert granted Jan. 12, 2018)
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Question Presented

Whether the U.S. Court of Appeals for the Federal Circuit erred in holding that lost 

profits arising from prohibited combinations occurring outside of the United States are 

categorically unavailable in cases in which patent infringement is proven under 35 

U.S.C. § 271(f)

 In a nutshell:

 WesternGeco holds a U.S. patent on technology for locating underwater oil and gas fields 

 ION Geophysical exported components of the patented invention to foreign customers 

 Jury found that ION infringed under §271(f) and awarded WesternGeco $93.4M for the 

profits it lost due to competition for foreign sales

 Federal Circuit vacated the award, finding profits lost on foreign sales are not available 

because U.S. law does not apply extraterritorially 



Statutory provisions relevant to WesternGeco

 35 U.S.C. §271(f)(1)

 “Whoever . . . supplies . . . in or from the United States all or a substantial portion of the 

components of a patented invention, . . . in such manner as to actively induce the 

combination of such components outside of the United States in a manner that would 

infringe the patent if such combination occurred within the United States, shall be liable as 

an infringer”

 35 U.S.C. §284

 Upon finding for the claimant the court shall award the claimant damages adequate to 

compensate for the infringement, but in no event less than a reasonable royalty for the 

use made of the invention by the infringer, together with interest and costs as fixed by the 

court.
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https://www.law.cornell.edu/definitions/uscode.php?width=840&height=800&iframe=true&def_id=35-USC-2020605330-410584066&term_occur=70&term_src=title:35:part:III:chapter:29:section:284


Arguments from Petitioner
and Solicitor General

 Presumption against extraterritoriality does not apply because infringement 

occurred in the U.S.

 Act of infringement under §271(f) is exporting components from the U.S.

 If predicate act of infringement occurs in the U.S., patent owner is entitled to 

any damages arising from the infringement, including foreign lost profits

 Prohibiting foreign lost profits defeats the purpose of §271(f) 

 Provision was enacted to prevent U.S. companies from circumventing U.S. patent law by 

exporting components of a patented invention

 Under Federal Circuit’s ruling, lost profits would never be available under §271(f) since the 

sales of the infringing product occur abroad

 Copyright law allows damages arising abroad when the predicate act of 

infringement is in the U.S.

 Patent law and copyright law should be consistent 
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Respondent’s arguments

 Allowing recovery of foreign lost profits extends the reach of U.S. patent law 

beyond the borders of the United States

 Would prohibit parties from engaging in transactions that should be governed by foreign 

patent laws

 Allowing recovery of foreign lost profits would place alleged infringers in a 

worse position under §271(f) than they would be under §271(a)

 Power Integrations, Inc. v. Fairchild Semiconductor Int’l, Inc., 711 F.3d 1348 (Fed. Cir. 2013) 

holds that a party that infringes under §271(a) is not liable for “a defendant’s foreign 

exploitation of a patented invention”

 As a result, a party that manufactures an infringing product in the U.S. and exports the 

product is not liable for a patent owner’s foreign lost profits

 It would be anomalous if a company that manufactures components of an infringing product 

in the U.S. and exports those components would be liable for a patent owner’s foreign lost 

profits under §271(f)
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Why WesternGeco is significant

 Whether to permit worldwide damages arising from infringement in the U.S., or 

not, has a significant impact on the amount of damages

 Particularly significant to American manufactures with significant exports

 If patent owner suffers lost sales (or lower prices) in a foreign market due to competition 

with an infringing product manufactured in the U.S., the patent owner could include those 

damages in its calculations

 If worldwide damages are recoverable under U.S. patent law, companies may 

consider shifting patent filing and/or manufacturing strategies

 Availability of worldwide damages could attract more patent litigation to U.S. 

courts

 The decision could raise the possibility of inconsistent judgments

 What if a U.S. court awards damages based on foreign sales that are found non-infringing in 

the local courts?
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Overview of EVE-USA v. Mentor Graphics

 Petition for writ of certiorari is currently pending before the Supreme Court
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Questions Presented

(1) Whether, and under what circumstances, assignors and their privies are free to 

contest a patent's validity; and (2) whether the U.S. Court of Appeals for the Federal 

Circuit erred in holding that proof of but-for causation, without more, satisfies the 

requirement that damages be apportioned between patented and un-patented features.

 In a nutshell:

 Synopsys was precluded from challenging the validity of a Mentor Graphics patent as a 

result of “assignor estoppel”

 Case went to trial and a jury awarded Mentor Graphics lost profits without specifically 

apportioning for value of the patented invention

 Federal Circuit held that “assignor estoppel” is still good law and that the general test for lost 

profits satisfies the apportionment requirement



Assignor estoppel in EVE-USA

 U.S. Patent No. 6,240,376 is directed to emulation technology used to test the design of 

microchips

 Inventors of ‘376 patent assigned the patent to their employer, Mentor Graphics

 Inventors later left Mentor Graphics to found EVE-USA

 In 2012, Synopsys, Inc. acquired EVE-USA

 Synopsys filed a declaratory judgment suit asserting that the ’376 patent was invalid

 District court concluded that Synopsys – through the acquisition of EVE – was in privity with the 

inventors of the ’376 patent and could not challenge the validity of the ’376 patent
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“Assignor estoppel is an equitable doctrine that prevents one who has 

assigned the rights to a patent (or patent application) from later contending 

that what was assigned is a nullity. The estoppel also operates to bar other 

parties in privity with the assignor, such as a corporation founded by the 

assignor.”
- Diamond Scientific Co. v. Ambico, Inc., 848 F.2d 1220 (Fed. Cir. 1988)



Apportionment issue in EVE-USA

 Jury awarded Mentor Graphics $36 million for profits lost on sales of emulators

 Synopsys moved to set aside the damages award for two reasons

 First, that Mentor Graphics failed to apportion between patented and unpatented features

 Emulators have thousands of features

 Many features are covered by patents other than the ‘376 patent

 Second, that Mentor Graphics failed to show entitlement to the emulator’s “entire market value”

 No evidence that the invention of the ‘376 patent drove consumer demand for emulators

 “If it can be shown that the patented feature drives the demand for the entire multi-

component product, a patentee may be awarded damages as a percentage of the revenues 

or profits attributable to the entire product.”  (LaserDynamics, Inc. v. Quanta Computer, Inc., 694 F.3d 

51, 67 (Fed. Cir. 2012))

 District court rejected Synopsys arguments and allowed the award to stand
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Federal Circuit opinions in EVE-USA

 Three-judge panel affirmed the district court holdings on assignor estoppel and apportionment

 Mentor Graphics Corp. v. EVE-USA, Inc., 851 F.3d 1275 (Fed. Cir. 2017)

 Synopsys filed an en banc petition, which was denied

 Mentor Graphics Corp. v. EVE-USA, Inc., 870 F.3d 1298 (Fed. Cir. 2017)

 Six judges joined a concurrence by Judge Stoll expressing views on apportionment

 One test for awarding lost profits is articulated in Panduit Corp. v. Stahlin Bros. Fibre Works, 

Inc., 572 F.2d 1152 (6th Cir. 1978)

 Under the Panduit test, the jury considered the “demand for the patented product” and the 

“absence of noninfringing alternatives”

 This acted as a proxy for the requirement of the entire market value rule that the patented 

feature be the driver of consumer demand

 Judges Dyk and Hughes dissented from the en banc denial

 “[T]he result here is that true apportionment will never be required for lost profits”

 Finding that infringement is a “but for” cause of lost sales is not the same as apportionment
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Arguments in Synopsys cert petition

 Assignor estoppel is no longer good law

 Supreme Court has already abolished the similar doctrine of licensee estoppel in

Lear, Inc. v. Adkins, 395 U.S. 653 (1969)

 Assignor estoppel is a “judge-made rule” that has no statutory basis

 Conflicts with the paramount public interest of allowing invalidity challenges

 Federal Circuit’s extension of assignor estoppel to cover a wide variety of “privies” harms 

the economy and limits employee mobility

 Lost profit damages must be apportioned

 There is 150 years of Supreme Court precedent requiring that damages – including lost 

profits – be apportioned among patented and unpatented features

 Federal Circuit rule disregards precedent and allows entire value of lost profits in all cases 

where lost profits are otherwise available

 Mentor Graphics initially waived its opposition, but the Supreme Court requested a response to 

be filed by mid-February
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Overview of Fourth Estate v. Wall-Street.com

 Petition for writ of certiorari is currently pending before the Supreme Court
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Question Presented

Whether the “registration of [a] copyright claim has been made” within the meaning of 17 

U.S.C. § 411(a) when the copyright holder delivers the required application, deposit, 

and fee to the Copyright Office, as the U.S. Courts of Appeal for the 5th and 9th Circuits 

have held, or only once the Copyright Office acts on that application, as the U.S. Courts 

of Appeals for the 10th and, in the decision below, the 11th Circuits have held.

 In a nutshell:

 Fourth Estate filed suit accusing Wall-Street.com of copyright infringement

 Fourth Estate had filed the application for registration before the lawsuit, but the Copyright 

Office had not yet taken action on the application

 District court dismissed the case because copyright registration had not been “made”



Circuit split over registration 
predicate for lawsuit

 10th and 11th Circuits: copyright registration is only “made” upon action by the Copyright Office

 §410 provides that “after examination . . . the Register shall register the claim and issue to 

the applicant a certificate of registration”

 This makes explicit that an application alone is insufficient for registration

 Office would lose the power to refuse registration if registration were “made” upon filing 

 5th and 9th Circuits: “registration” is effectuated upon the filing of an application

 Copyright Act does not define “registration” 

 Act uses term to refer to the actions by both the Copyright Office and the copyright holder

 Copyright holder may “institute a civil action” even if the Office refuses to issue a certificate, 

so “registration” in §411 must refer to the filing of the application

 Supreme Court asked for Solicitor General’s views on January 5, 2018
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“[N]o civil action for infringement of the copyright . . . shall be 

instituted until . . . registration of the copyright claim has been 

made in accordance with this title.”
- 17 U.S.C. § 411



Overview of Nantkwest v. Matal

 Before en banc panel of the Federal Circuit
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Question Presented

Did the panel in NantKwest, Inc. v. Matal, 860 F.3d 1352 (Fed. Cir. 2017) correctly 

determine that 35 U.S.C. §145’s “[a]ll the expenses of the proceedings” provision 

authorizes an award of the United States Patent and Trademark Office’s attorneys’ fees?

 In a nutshell:

 Patent Trial and Appeal Board affirmed rejection of patent application

 Applicant commenced action in the Eastern District of Virginia under §145 to challenge the 

Board’s decision

 The court upheld the Board’s decision and awarded the PTO costs, but not attorneys’ fees

 Three-judge panel held that PTO was also entitled to attorneys’ fees

 Federal Circuit issued, sua sponte, an order for en banc reconsideration



PTO’s ability to recover attorneys’ fees

 District court: terminology of §145 is not specific enough to over come the “American Rule” 

that each party is responsible for its own attorneys’ fees

 Three-judge panel of the Federal Circuit found attorneys’ fees to be recoverable under §145 

 “Expenses” has a broader meaning than “costs” (Taniguchi v. Kan Pacific Saipan, Ltd., 132 S. Ct. 1992 

(2012))

 Statute intended to alleviate the “heavy economic burden” on the PTO from defending these 

actions

 Does not matter whether PTO attorneys defending the case are salaried
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“An applicant dissatisfied with the decision of the” Board may 

“have remedy by civil action against the Director in the United 

States District Court for the Eastern District of Virginia … All 

the expenses of the proceedings shall be paid by the 

applicant.”
- 35 U.S.C. § 145



Venue issues to follow in 2018

 Following the May 2017 decision in TC Heartland, a domestic corporation may only be sued for 

patent infringement in:

 (1) the state where it is incorporated; or 

 (2) a state where it “has committed acts of infringement and has a regular and established 

place of business”

 There are a number of venue issues to watch in 2018 as the courts continue to deal with the 

consequences of TC Heartland
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Filing Trends

Veil Piercing

ANDA “Acts of 

Infringement”

Foreign 

Defendants

Pendent Venue



Post-TC Heartland filing trends
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Basing venue on corporate affiliates

 Frequently recurring issue: whether a plaintiff may base venue on the operations of a 

defendant’s corporate affiliates

 Most courts have held that the operations of an affiliate cannot be imputed to a defendant so 

long as corporate formalities are observed

 Ascion, LLC v. Tempur Sealy International, Inc., No. 15-cv-12067 (E.D. Mich. Oct. 13, 2017) (Slip 

Op.); Symbology Innovations, LLC v. Lego Systems, 2017 U.S. Dist. LEXIS 161489 (E.D. Va. Sept. 

28, 2017); Blue Spike, LLC v. Nook Digital, LLC, 2017 U.S. Dist. LEXIS 120400 (E.D. Tex. July 28, 

2017)

 The District of Delaware has hinted at a more flexible approach

 Judge Stark may be willing to allow venue based on the presence and activities of a corporate family 

in Delaware

 See, e.g., Mallinckrodt IP, et al. v. B. Braun Medical Inc., No. 17-cv-0365 (D. Del. Dec. 14, 2017) (Slip 

Op.); Javelin Pharmaceuticals, Inc. et al. v. Mylan Laboratories Ltd., No. 16-cv-0224 (D. Del. Dec. 1, 

2017) (Slip Op.)  

 We expect this issue will reach the Federal Circuit in 2018
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What is the “act of infringement”
in ANDA cases?
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 Venue is proper where “the defendant has committed acts of infringement and has a 

regular and established place of business”

 In non-ANDA cases “acts of infringement” are those identified in§271 (e.g., making, using, 

selling)

 But under§271(e)(1), making, using, or selling a product is “not an act of infringement” if the 

acts are related to submission of an Abbreviated New Drug Application

 For Hatch-Waxman cases, submission of the ANDA “shall be an act of infringement”

 District of Delaware has taken an expansive view of where ANDA defendants have committed 

acts of infringement:

 “future, intended acts must be included as part of the ‘acts of infringement’ 

analysis” - Bristol-Myers Squibb Co. v. Mylan Pharm., Inc., No. 17-cv-0379 (D. Del. Sept. 11, 2017)

 Analysis has a significant impact on the available venues in ANDA cases

 We expect this issue to reach the Federal Circuit in 2018



Using foreign defendants
to “anchor” venue

 TC Heartland does not apply to foreign corporations

 Foreign entities may still be sued in any judicial district where they are subject to personal 

jurisdiction

 Following TC Heartland, several plaintiffs filed suits naming both foreign parent corporations 

and their U.S. subsidiaries as defendants

 Goal apparently was to use the foreign parent corporations as a basis to establish venue in 

jurisdictions where venue was otherwise improper solely over U.S. subsidiaries

 Strategy met with limited success in 2017

 Courts held that claims against U.S. subsidiaries must still be transferred or dismissed – see

Sharp Corp. v. Hisense Electric, Co., et al., 17-cv-05404 (S.D.N.Y. Dec. 22, 2017); 3G 

Licensing, S.A. v. HTC Corp., et al., No. 17-cv-0083 (D. Del. Dec. 18, 2017) 

 The practice, however, is likely to continue in 2018
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Invoking “pendent venue” 
based on non-patent claims

 Plaintiffs have sought to avoid TC Heartland by invoking “pendent venue”

 “Pendent venue” allows a case to proceed where venue is proper as to one claim and “all claims arise 

out of a common nucleus of operative facts” - Omega Patents, LLC v. CalAmp Corp., 6:13-cv-1950 (M.D. Fla. Sept. 

22, 2017)

 Plaintiffs have sought to use non-patent claims, such as unfair competition or false advertising claims 

under the Lanham Act, as a basis for venue

 Viability of “pendent venue” doctrine is uncertain - PKWare, Inc. v. Timothy L. Meade & Ascent Solutions, 79 F. 

Supp. 2d 1007, 1019 (E.D. Wis. Jan. 7, 2000) (“Patent infringement cases are governed by a specific venue statute. . . application 

of the doctrine of pendent venue is inconsistent with the specific requirements of the statute.”)

 Few cases addressed the doctrine of “pendent venue” in 2017

 Omega Patents, LLC (venue was proper with respect to all of the plaintiff’s claims because the 

defendant had previously consented to venue with respect to one of the claims)

 Caffeinate Labs, Inc. v. Vante Inc. et al, 1:16-cv-12480 (D. Mass. Dec. 12, 2017) (case is “primarily 

one alleging patent infringement” such that “the patent venue rules will be applied, and so this Court 

will not apply the doctrine of pendent venue”)

 We expect to see this argument raised with increasing frequency in 2018
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IP Legislation to Watch in 2018

 There are a number of proposed IP-related bills that are worth watching as we enter the Second 

Session of the 115th Congress:

 H.R. 2189, Trade Protection Not Troll Protection Act of 2017 (introduced Apr. 27, 2017)

 S. 1390, STRONGER Patents Act of 2017 (introduced June 21, 2017)

 S. 812, PARTS Act of 2017 (introduced Apr. 4, 2017)

 H.R. 1695, Register of Copyrights Selection and Accountability Act (passed House on Apr. 

26, 2017, pending in Senate)



H.R. 2189, Trade Protection Not Troll 
Protection Act of 2017

 Amends the U.S. International Trade Commission’s enabling statute to make it more difficult for 

NPEs to maintain actions

 NPEs have been able to satisfy the ITC’s “domestic industry” requirement by showing their 

substantial licensing program or that their licensees made substantive investments

 H.R. 2189 amends the domestic industry requirements to make such approaches more difficult:

1. Prohibits complainants from relying on their licensees’ substantive activities

2. Specifies that the complainant's own investment in licensing must be substantial and must result in 

the adoption or development of articles that incorporate the patented invention

 Licenses secured after adoption or development would not count

3. Provide ALJs the power to identify domestic industry as a dispositive issue at the outset of the case

 The ALJ could then expedite fact-finding and issue an initial determination within 100 days

4. ITC would have the power to make a public interest determination at the beginning of the case –

rather than at the end – to terminate the investigation in whole or in part 
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S. 1390, STRONGER Patents Act of 2017

 Makes a number of changes to post-grant proceedings before the USPTO, including inter 

partes review, to address criticisms from patent owners who are concerned with the high rates 

of invalidation:

 Require the district court claim construction standard to be used in post-grant proceedings (rather 

than “broadest reasonable interpretation”)

 Require “clear and convincing” evidence of invalidity in post-grant proceedings

 Establish a standing requirement for post-grant challenges

 Allow for interlocutory appeal of decisions to institute IPR

 Prohibit challenges to claims previously subject to IPR

 Define any entity providing financial support to a petitioner to as a “real party in interest” to the post-

grant proceeding such that the entity will be bound by the decision and estopped under §315(e)

 Bar review of a patent if a federal court or the ITC had previously reviewed its validity

 Create a new ex parte process for amending claims

 S. 1390 would also overturn the Supreme Court’s decision in eBay v. MercExchange, 547 U.S. 

388 (2017), by reestablishing the presumption of injunctive relief upon a finding of patent 

infringement
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S. 812, PARTS Act of 2017

 Reduces the term of design patents on the component parts of motor vehicles from 14 years to 30 months

 The 30 month term begins on the first day on which the component part is first offered for sale as part 

of a motor vehicle

 Only sales and use (not including testing) would count as acts of infringement

 During that 30-month period, however, it would not be an act of infringement to make, offer-to-sell, or 

import such parts

 The goal of the bill is to protect consumers by supporting the aftermarket car parts industry

 Sponsors of the legislation note that car companies currently control over 70 percent of the collision repair 

market and have increasingly sought to protect their dominant position with design patents on the 

component parts of their cars

 The bill would apply to any patent filed or issued before, on, or after the effective date of the bill
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H.R. 1695, Register of Copyrights 
Selection and Accountability Act

 Changes the appointment process for the Register of Copyrights

 Under current law, the Librarian of Congress hires the Register

 H.R. 1695 would make the Register’s position subject to Presidential appointment and advice and consent 

of the Senate

 The pool of potential appointees would consist of at least three individuals selected by a panel consisting 

of: 

 the Speaker of the House

 the President pro tempore of the Senate

 the majority and minority leaders of both the House and the Senate, and 

 the Librarian of Congress

 The proposed bill would also give the Register a ten-year, renewable term subject to termination only for 

cause
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IP Regulations to Watch in 2018

 Improving the Accuracy of the Trademark Register, 82 Fed. Reg. 93 (May 16, 2017)

 Attorney-Client Privilege for Matters Before the Patent Trial and Appeal Board, 82 Fed. Reg. 

51570 (Nov. 7, 2017)

 Setting and Adjusting Patent Fees During Fiscal Year 2017, 82 Fed. Reg. 52780 (Nov. 14, 

2017)
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Accuracy of the Trademark Register

 Improving the Accuracy of the Trademark Register, 82 Fed. Reg. 93 (May 16, 2017)

 The USPTO sought comments on a proposed procedure to expedite third-party challenges to 

trademarks based on abandonment or nonuse

 This procedure would utilize new pleading and evidentiary rules to make the process faster and 

more efficient by limiting discovery and eliminating hearings

 The TTAB would also have an expedited timeframe to issue a decision

 Comments on the proposal were accepted through August 14, 2017
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Attorney-Client Privilege
for PTAB Matters

 Attorney-Client Privilege for Matters Before the Patent Trial and Appeal Board, 82 Fed. Reg. 

51570 (Nov. 7, 2017) 

 New rule gives communications between a client and a “patent practitioner” that are “reasonably 

necessary and incident to the scope” of the practitioner’s authority “the same protections of 

privilege under Federal law as if that communication were between a client and an attorney . . .”  

 A “patent practitioner” is defined to mean “a person who has fulfilled the requirements to 

practice patent matters before the USPTO”

 This rule applies equally to “foreign patent practitioners”

 The effect of the rule is to give communications made between patent agents and their clients 

legal protection from discovery in proceedings before the PTO (such as inter partes review, 

post-grant review, the transitional program for covered business method patents, and derivation 

proceedings)
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Setting and Adjusting Patent Fees

 Setting and Adjusting Patent Fees During Fiscal Year 2017, 82 Fed. Reg. 52780

(Nov. 14, 2017) 

 Effective January 18, 2018, routine fees to obtain a patent, such as filing, search, 

examination, and issue fees, will increase under this rule

 Also, entities who meet the definitions for “small” or “micro” will continue to pay reduced fees 

and are eligible for a discount
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